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I. Basis of the report 



1 . With regard to the elements of the intemationzil application:^ 
the international application as originally filed 
the description: 

pages 1-21 ^ ^, as originally filed 

pages ^ , filed with the demand 

pages , filed with the letter of 



^ the claims: 

pages 1-18 ^ as originally filed 

pages ^ , as amended (together with any statement under Article 1 9 

pages _^ , filed with the demand 

pages ^ filed with the letter of 

[X] the drawings: 

pages 1/5-S7S , as original iy filed 

pages ^ filed with the demand 

pages filed with the letter of 

1^ the sequence listing part of the description: 

pages 22-29 ^ as originally filed 

pages , filed with the demand 

pages ^ , filed with the letter of 



2. With regard to the language, all the elements marked above were available or fiimished to this Authority in the language in which 
the international application was filed, unless otherwise indicated under this item. 

These elements were available or fiimished to this Authority in the following language which is* 

□ 

the language of a translation fiimished for the purposes of international search (under Rule 23. 1(b)). 

□ 

the language of publication of the international application (under Rule 48.3(b)). 

the language of the translation fiimished for the purposes of international preliminary examination (under Rule 55.2 and/ 
or 55.3). 

3. With regard to any nucleotide and/or amino acid sequence disclosed in the intemational application, the international 
preliminary examination was carried out on the basis of the sequence listing: 



contained in the intemational application in written form, 
filed together with the intemational application in computer readable form. 



□ 

furnished subsequently to this Authority in written form. 
[X] furnished subsequently to this Authority in computer readable form. 

□ 

The statement that the subsequently fiimished written sequence listing does not go beyond the disclosure in the 
intemational application as filed has been fiimished. 

The statement that the information recorded in computer readable form is identical to the written sequence listing has 
been fiimished. 

The amendments have resulted in the czincellation of: 

□ 

the description, pages 

□ the claims, Nos. . 



I I the drawings, sheets/fig . 



5 I I report has been established as if (some of) the amendments had not been made, since they have been considered to go 

' — ' beyond the disclosure as filed, as indicated in the Supplemental Box (Rule 70.2(c)).** 

* Replacement sheets which have been jurnished to the receiving Office in response to an invitation under Article 14 are referred to 
in this report as "^originally filed" and are not annexed to this report since they do not contain amendments (Rule 70.16 
and 70 J 7). 

^* Any replacement sheet containing such amendments must be referred to under item I and annexed to this report. 
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V. Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial applicability; 
citations and explanations supporting such statement 



Statement 
Novelty (N) 

Inventive step (IS) 
Industrial applicability (lA) 



Claims 
Claims 

Claims 
Claims 

Claims 
Claims 



2, 6, 9 



YES 



1. 3-5, 7, 8, 10-18 NO 

YES 
NO 



1-18 



YES 
NO 



2. 



Citations and explanations 



The subject matter of the first claim contains 3 
alternative sub j acts : 

a) expression cassette containing a nucleic acid 
sequence that codes for HPPD or a functional 
equivalent thereof ; 

b) expression cassette containing a nucleic acid 
sequence that is capable of inhibiting HGD; 

c) expression cassette containing a) and b) . 



Novelty (PCT Article 33(2)) 

2. WO-A-99/04021 (Dl) describes a nucleic acid that 
codes for an HPPD from barley, and tobacco plants 
that are transformed using a corresponding 
expression cassette (Example 1 , page 27) . The 
tobacco plants transformed with the constructs have 
a higher tocopherol concentration in comparison with 
non-transformed plants. 

This part of the subject matter (see a) above) of 
Claims 1, 3 (see Dl, page 1, second paragraph), 4, 5 
(''functional equivalent''), 7-8 and 10-18 is 
therefore anticipated by Dl in a manner prejudicial 
to novelty. 
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Claims 2, 6 and 9, which are dependent on this part, 
are novel. 



4. The subjects of Claim 1 designated b) and c) above 
and the claims dependent thereon are considered 
novel . 



Inventive step of alternatives b) and c) (PCT 
Article 33(3)) 

5. Dl is the closest prior art, the teaching of which 
is specified above. In comparison thereto, the 
present application proposes, in order to increase 
the tocopherol content of plants, to transform said 
plants using a construct that codes for a nucleic 
acid that is capable of inhibiting HGD activity, or 
using a construct (s) that codes for HPPD and a 
nucleic acid and is capable of inhibiting HGD 
activity . 

The application therefore addresses the problem of 
preparing plants with an increased tocopherol 
content. 

The application does not show whether the proposed 
alternatives can actually solve the problem (see 
Example 4). Consequently, an inventive step cannot 
be acknowledged for the above problem. 

If it were possible to submit comparative results 
that show an increase in tocopherol content as a 
result of the specified constructs, then inventive 
step could be acknowledged, since none of the 
documents cited in the search report proposes 
suppressing maleylacetoacetate synthesis. 
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6. In the light of the data contained in the 

application, the objective technical problem 
addressed by the application is that of preparing 
transformed plants. Selecting from the variety of 
possible nucleic acids those that code for HPPD and 
HGD solves the problem in a non-inventive manner, 
since it is an arbitrary choice that does not result 
in a special technical effect. Consequently, an 
inventive step cannot be acknowledged on the basis 
of the objective technical problem. 
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VI. Certain documents cited 



Certain published documents (Rule 70.10) 



Application No. 
Patent No. 



WOOO/08169 
FR2 778 527 



Publication date 
(day/monthfyear) 



Filing date 
(day/month/year) 



17 February 2000 (17.02.2000) 30 July 1999 (30.07.1999) 
19 November 1999(19.11.1999) 18 May 1998(18.05.1998) 



Priority date (valid claim) 
(day/month/year) 



05 August 1998 (05.08.1998) 



2. Non-written disclosures (Rule 70.9) 

Date of written disclosure 

Kind of non-written disclosure Date of non-written disclosure referring to non-written disclosure 

(day/month/year) (day/month/year) 
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